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- The MAILING DATE of this communication appears on the cover sheet with the corresp ndence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the*set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 24 March 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) U and 8 is/are pending in the application. 

4a) Of the above claim(s) 1_ is/are withdrawn from consideration. 

5) Q Claim(s) „ is/are allowed. 

6) ^ Claim(s) 7 and 8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) CH Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Art Unit: 3728 

DETAILED ACTION 

1 . After further review and consideration of claims 7 and 8 and in view of the newly 
discovered reference it is felt that the claims need to be further treated. PROSECUTION 
IS HEREBY REOPENED and a new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1 .130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

The rejection of claim 1 was affirmed by the Board of Patent Appeals and 
Interferences decision of March 24, 2003. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 7 and 8 are rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by Montesi (4,316,290). Montesi % 290 discloses a plastic tapered washer (40) about 1 
and Vi inches in diameter (thus sized to be attachable to a shoe) with upper and lower 
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planar surfaces angularly inclined with respect to each other by an angle of about 5 
degrees. 

All the functional claim language and statements of intended use do not make an 
otherwise unpatentable claim patentable. It is believed to be well settled that "recitation 
with respect to manner in which claimed apparatus is intended to be employed does not 
differentiate claimed apparatus from prior art apparatus satisfying structural limitations 
of that claimed, "Ex parte Masham 2 USPQ2nd 1674. Also Ex parte Casey 152 USPQ 
235. The law of anticipation does not require that an anticipatory reference teach what 
the applicant is claiming or has disclosed, but only that the claims "read on" something 
disclosed in the reference, i.e., all limitations of the claim are found in the reference. 
See Kalman v. Kimberly Clark Corp., 713 F.2d 760, 218 USPQ 871 (Fed Cir. 1983). 
Furthermore, it is only necessary that the reference include structure capable of 
performing the recited function in order to meet the functional limitations of a claim. See 
In re Mott, 557 F.2d 266, 194 USPQ 305 (CCPA 1977). All the claimed structural 
elements are clearly anticipated by Montesi '290. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Shown are circular wedges analogous to applicant's instant 
invention. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jila M Mohandesi whose telephone number is (703) 
305-7015. The examiner can normally be reached on Monday-Friday 7:30-4:00 (EST). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (703) 308-2672. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Jila M Mohandesi 
Primary Examiner 
Art Unit 3728 



JMM 

March 30; 2004 




GROUP DIRECTOR 
TECHNOLOGY CENTER 3700 
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NOTICE OF OFFICE PLAN TO CEASE SUPPLYING COPIES '"["^I*™ 1 
REFERENCES WITH OFFICE ACTIONS. AND P'LOl 1 0 ALU AT E THE 
ALTERNATIVE OF PROVIDING ELECTRONIC ACCESS TO SUCH U S. PATENT 

REFERENCES 



Summary 

THe United States Patent and Trademark Office (Office or USPTO) plans in the near flout to 

(1) cease mailing copies of U.S. patents and U.S. patent application publications (US patent 
• references) with Office actions except for citations made during the internanonal stage of an 

international application under the Patent Cooperation Treaty and those made during 

- (2) electronic access to. 
capability of. die US patent references cited in an Office action via the Office fj^^ 1 
JtppUcation Information Retrieval (PAIR) system which has a new , 
Before ceasing to provide copies of U.S. patent references with Office action* the 
OfficeSll test the feuibiuty ofme E-Patent Reference feature by conducting a two-month pilot 
«^ *ning with Office actions mailed after December 1. 2003. The ?TCc^ll evaluate the 

KSSStt JX Z m the Patent (Mncial Gazette (O.G.). "^^^^It 
fe^ te^durmg the pilot period, or when die Office c^ ^^^^S^ent 
references with Office actions, the applicant must: (1 ) obtain a digital certorjcate from ^Office, 

(2) c*tamac«stc^numbcrrhMntheO 

cuit«nefinimber. The pilot project does not involve or affect the current Office of 
s^SmVwer copies If foreign patent documents and non^entUtemure wim Office actions 
^^es^rXences will continue lo be prodded by the USPTO for searches and wntten 
<>piniortt prepared by the USPTO for international applications during the international stage and 
for reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to Cited U.S. Patent 
References 

. On December 1 . 2003. the Office wilt make available a new feature. E-Paient Reference ,„ the 
Office's private PAIR system, lo allow more convenient downloading of U.S. patents and U 5^ 
patent application publications. The new feature will allow an authorued user of private r PAIR 
I dowX'ad someor all of the U.S. patents and U S. patent application ^^^^^ 
examtner on form PTO-892 in Office actions, as well as L S. patents ^ S '^^^T 
publ.cat.ons subm.tted by applicants on form PTO/SB08 (1449, as pan of an ..IDS The retneval 
of some or all of the documents may be performed in one downloading step with the documents 
encoded as Adobe Portable Document format ( pdf) files, wh.ch is an .mprovement over the 
current page-by-pagc retneval capability from other USPTO system? 



Steps to Use the New E-Patent Reference Feature Dunng the Pilot Project and 
Ther after 

Access to pnvate PAIR is required to utilize E-Patent Reference. 
access to pnvatc PAIR, the Office urges practiuoners and apphcants no n*n*ented ^ 3 
practitioner, to take advantage of the transition penod to obtain a no-cost USPTO f Pu, *^ ir 
E2. (PKI) digital^tificate. obtain a USPTO customer <^££%££ «»~ 
nodins and new anolication filings with their customer number, install no-cost software 
ZS^^oSSS^ -access private PAIR and E-Pa,ent Reference feature and 
S appropriate arrangements for Internet access. The fall instructions o^ming a m 
digital^erdLte are available at the Office's Electronic Business Center (EBC) ^bp^e at 
y//^ u^. mv /elWHownl 0 ads.html> . Note that a notarized signature will be reqiured to 
obtain a digital certificate. 

T get a Customer Number, download and complete the Customer Number Request form.1 PTO- 
"SBlS at- htm ; //www usnto.ir "^ f ^ s/5bQt2S Ddf ^ completed form can then be 
«Sed W ^simile ^ElcZuTZincss Center at (703) 308^ or^^othe 
l^onthefonn. If you are. registered attorney or patent ^^^^SSTlm 
number must be associated with your customer number. This is accomplished 
region number to the Customer Number Request form. A description of associating a 
customer number with an application is described at the EBC web page at: 
hna-7/www.u^n g»v/ebcyreffT^y!vwi pairAtml. 

The E-Patent Reference feature will be accessed using anew button^ ^v^^ screen. 
Ordinarily all of the cited U.S. patent and U.S. patent application publication ™j* 
available over the Internet using the Office's new E-Patent Reference feature^ The ^ of^e 
references to be downloaded will be displayed by E-Patent Reference so * un^can 
be estimated. Applicants and registered practitioners can select to download all of the ^J«^ ces 
oTanyLmbinat^n of cited references. Selected references will be downloaded as complete 
documents as Adobe Portable Document Format (.pdf) files. For a limited penod of time, the 
USPTO will include a copy of this notice with Office actions to encourage applicants to use this 
ncl feature aU. if neede* to take the steps outlined above ,n order to be able to uUhze this new 
feature during the pilot and thereafter. 

Dunng the two-month pilot, the Office will evaluate the stability and capacity of the E-Patent 
Reference feature to reliably prov.de electronic access to cited I S. patent and U.S. patent 
aprTat.on publication references. While cop.es oft/ S patent and 1 S patent aop «a .on 
plicat.on references cited by examiners will continue to be mailed wit ^ ™£^J 
the pilot project, applicants are encouraged to use the pnvate PAIR and the E-Patent Reference 
feat^to elcctronicatlv access and download cited U S patent and L S patent appl.cat.on 
publication references so the Office * .11 be able to objectively evaluate its performance^ The 
public is encouraged to submit comments to the Office on the usability and performance of the 
E-Patent Reference feature dunng the p.lo. Further, dunng the p.lct penod registered 
practitioners and apphcants not represented Hv ., nracf.noner. are encouraged to experiment w.th 
mc feature develop a pro.ic.encv in us.ng tne ler.ure. ind establ.sn new .ntemai processes tor 
using the new access to the cited f S patents ar.d I S patent appl.cat.on oubhcations to prepare 
for the anticipated cessation of the current Office nract.ee o. supnK ... .op.es of such cited 



references ] he (Jlf.ce plans to contmue to pro-. ,w a-vesi -o :he E Pai.nt Reference feature 
during its evaluation of the pilot 



Comments 



Comments concerning the E-Patent Reference feature should be in writing and directed to the 
Electronic Business Center (EBC) at the USPTO by electronic mail at fReferencc{S}uspto.Spv or 
by facsimile to (703) 308-2840. Comments will be posted and made available for public 
inspection. To ensure that comments are considered in the evaluation of the pilot project, 
comments should be submitted in writing by January 1 5. 2004. 

Comments with respect to specific applications should be sent to the Technology Centers'^ 
customer service centers. Comments concerning digital certificates, customer numbers, and 
associating Customer numbers with applications should be sent to the Electronic Business Center 
(EBC) at tfie USPTO by facsimile at (703) 308-2840 or by e-mail at EBC@uspto.gov. 
' , ■ ,\ < 
Implementation after Pilot 

Xfier the pilot, its evaluation, and publication of a subsequent notice as indicated above, the 
Office expects to implement its plan to cease mailing paper copies of U S. patent references cited 
duimg exaiw applications on or after February 2, 2004; although copies 

ofchedfoteign patent documents, as well as non-patent literature, will still be milled to the 
applicant until such time as substantially all applications have been scanned into IFW. 

For Further Information Contact 

technical information on the operation of the IFW system can be found on the USPTO website 
at http7/www uspto gov/web/patents/ifw/index html. Comments concerning the E-Patent 
Reference feature and questions concerning the operation of the PAIR system should be directed 
to the EBC at the USPTO at (866) 217-9197 The EBC may also be contacted by facsimile at 
(703) 308-2840 or by e-mail at EBC@uspto.gov 

Date. I>\>\» > -]( i JJL 1 f L ^^ 1 ^ 

Nicholas P Godici 
Commissioner for P^ienis 



